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DECISION ON APPEAL AND ORDER 
This is a decision on appeal from the Examiner's final 

rejection of claims 1 through 3 and 10 througn 17. Claim 9 has 

been canceled. 

We af f irm-in-pa rt and remand. 



BA' 



;pellanc's invention is directed to a sealed package of 
;r crooucmg pnotcgraphs m a plurality of frames upon 



page : . . r.e 

produces ci p n ■ 
content indep< 
exposed . 



\ images m :r.e unexposeo portion ; speci r i oat ion , 
conventionally exposed portions along with the 
:'csed portions on tne film are aeveloped 
• , spec : f i cat i page 4!. Tnus, earn frame 
>t : graph including a portion with a predetermined 
undent o-f chat which is later conventionally 



Representative independent olaim 1, and dependent claims 4 
and 7 are reoroauced as follows: 



1 



A sealed package of phonographic film comprising a 



plurality of expo>sable photographic frames to be exposed, 
each expo>sable phc-ccgr apliic frame comprising a first 
unexposed p-ortlen and a so 



package l. 



nd excused oorticn. 



package according to Claim 1, wherein the 
:>f instant developing film. 



7. A pacKage aceo-riing to> claim 1, wneroin each 
second expo-sed portion in the package is developed. 

Tne prior art references of record relied upon by the 

Examiner in rejecting the appealed claims are: 

Nov. 7, 1=«3: 



nes 



1, 931, 3ol 
4, I- D4, 471 



4, 



>27,2=<1 



sr. ci ^ t s t a r. a rejectee u n c s r tr.6 1 1 r s * 
12 for lack of an enabling disclosure. 



a n 



st ana 



V: T ! q 



_air 



1 1 ,/ b ^ as b e i n o a n c i c 1 c a t e d b v Am. e s 
.hri'ugh 3, 6, 11, 11, 14, 16 and 17 stand 

rejected under 15 U.S.C. § 112(b) as being anticipated by Guez 

Claims 4, I, 12 and 13 stand rejected under 35 L' . S . C . 
§ ' 1 z as being anticipated by Ames ana alternatively under 
35 "J . 3 . C . § 103(a) as being unpatentable over Ames in view of 
lines. 

Claims 4, 5, 12 and 13 stand rejected under 55 *J . S . C . 
§ 112(d) as being anticipated by Guez ana alternatively under 



S . C 



a) as being unpatentable iver Guez in view of 



>nes , 



Rather than reiterate the conflicting viewpoints advanced by 
tne Examiner and Appellant regarding the above-noted rejections, 
we make reference to the answer (Paper No. 56, mailed 
lune 8, 1919) for the Examiner's somplete reasoning, the appeal 
brief (Paper No. 35, filed May 17, 1919; and the reply brief 



.ugust 



; Apcellant filed 
simultaneously with the reply brief, canceling claims / and 
whish was denied entrv bv tne Examiner. 



•n amendment 
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Application N . 0 3/100 , 019 



(E'aper No. 39, filed August 11, 1999) for Appellant's arguments 
thereagainst . 

OPINION 

In reaching our decision in this appeal, we have given 
careful consideration to Appellant's specification and claims, to 
the applied prior art references, and to the respective positions 
articulated by Appellant and the Examiner. As a consequence of a 
careful review of the evidence before us, we agree with the 
Examiner that the specification does not describe the claimed 
subject matter of claims 7 and 15 in an enabling manner. We are 
also in agreement with the Examiner that Guez anticipates the 
invention of claims 1 through 3, 6 and 8, and that, Guez in 
combination with Jones, renders obvious the invention of claims 4 
and 5, We reach the opposite conclusion with respect to the 
§ 102 rejections of claims 4, 5, 10 through 14, 16 and 17 over 
Guez and claims 1 through 6, 8, 10 through 14, 16 and 17 over 
Ames. Additionally, it is our view that Ames in combination with 
Jones would not have suggested the invention of claims 4, 5, 12 
and 13 and that Guez in combination with Jones would not have 
suggested the invention of claims 12 and 13. 

Accordingly, we af f i rm-in-part . We also remand the 
application t the Examiner for further evaluation and 



n s ur.oer 3 7 C F F. § 1.131 ! pacsrs 

At the outset, we note that Appellant :or.s:ders claims ~ and 
15, rejected under § 112, separately and indicates that they do 
stand or fall with the remaining claims (rrief, page 14). 
Appellant farther provides arguments for claims 1 through 3, 5, 
■3, 13, 11, 14, If ana 17, :orresp:ncirg to the rejection under 
§ 102, tnat are separate from those proviaed for the rejection of 
claims 4, 5, 12 ana 13 under § 103 (brief, pages 14 & 21). 
Therefore, we will consider tne claims as the abo ve-ment ioned 
three groups . 

With respect to the rejection of claims 7 ana 15 under tne 
first paragraph of 35 II . S . C . § 112, Appellant argues tnat at 
least three methods by which a partially developed and sealed 
film could ce made were kncwn at the time of tne filing of the 
application (brief, page 11). Appellant provides a description 
of three such methods (brief, pages 11-13) as w r ell as a depiction 
cf tne related process steps 'attachment to the brief, Figures 1- 



SKi^ea in 



nave ceen Known to any pers: 
"he Examiner resounds to Acneliarc's 



.etr.caj 



me t-xarr.iner turner argues :na: tne claimed 
^ menc of the second exposed portion involves 
complex development methods that are not reaoily available or 
obvious to- one of ordinary skill in the art (answer, page 5) . 

We note that the first paragraph t'f 35 V . S . C . § 112 
pr ov ides : 

Tne specification snail contain a written descript bon of th 
invention, and c<f the manner and process of making and usin 
it, in such fell, clear, concise, and exact terms as to 
enable any person skilled in tne arc to wnicn it pertains.. 
zo make and use the same.... 



:>y our reviewing court, the specification, when 
e skilled in the particular art to use the 



As pomt.ee O'U 
filed, must enable 
invention witnout undue experimentation. In re Wands , 3 5E F.2d 
731, 727, 3 73?Q2d 1407, 1404 (Fed. 7ir. 193:). To be enabling, 
the specification! must teach those of ordinary skill in the art 
"how to make and how to use the invention! as broaoly as it is 
claimed." In re Vaeck , 747 F.2d 4 33 , 4 75, 27 'JSPQ2d 1 4 33 , 144 5 
(Fed. Cir. 17 91) . Also- see 2 pec t ra - Phys ics v . tone rent , 32 7 F.2 
1 524 , 1 5 3 :, : *J2?Q2d 1 7 37 , 174: {Fed. Cir. 1 73 7). 

After ~ review :f the specification and the claims, we find 



o : es 



ces: 



ex: 



;eo portions may oe oeve^opea 



•■r t o 



:ackagmg is necessary for the disclosure rc oe enacting. 
: arcieuiarly significant are methods of p re-developu ng the 



unexoc sea cort ions 



prior to packaging, whicn are missing from tne disclosure of this 
application. Furthermore, Appellant nas net provided any 
evidence o f tne commonly known metroods of p-re-deve I opung 
partially exposed film. 

As to Appellant's reliance upon the description and tne 
depiction of methods of partially exposing and developing films, 
as outlined in the brief, we point out that these methods need to 
re recognizee not only by Appellant, but also by those of 
ordinary skill in the art. We further note that the figures 
(attachment to the brief, Figures 1 -14) Appellant relies upon 
for depicting the corresponding process steps, do not show that 
such information had been known to one of ordinary skill in the 
art at the time the application was filed. It is not clear from 
this reocrd that one cf :rdinary skill in the art of photography 
would have recognized such methods as conventional and well 
kn:wn , *.\e conclude tnat th:=e of ordinary skill in the art were 
net aware of sum met nous since, other than Appellant's own 
knowledge of partial exposure and development, no evidence cf 



i""^ ^ a ^ ce°n rreserteo. 



~ n e n x c 



tnat tne specincatior. aces not aescnce one suc]ect matter or 
claims 1 and 15 in an enabling manner ana their rejection unde] 
one first caraaraph of 35 U.S. C. § 112 is sustained. 



through 14, 16 and 17 ever Ames, Appellant relies in the claim 
limitation t'f "[a] sealed package of photographic film" to 
distinguish tne claimed irvenrion from Amies (brief, page 16). 
Appellant further points out that Ames uses a phot ographi c paper 
which is different from the claimed photographic film (brief, 
page 16 and reply brief, page 3). Additionally, Appellant 
argues that. Ames does not teach u a sealed package of film" and 
merely provides for different boxes that house the unexposed, 
partially exposed and fully exposed sensitized paper as the paper 
moves from one box to another and passes before the camera lens 
(brief, age 16, reply brief, page 1). 

The Examiner responds by arguing that the sensitized 
phonographic paper of Ames functions as instant photo-graphic film 



and reads on tne claimed 



matter (answer, page 6) 



Examiner further characterizes light-sealed box B and receptacle 
?.. o;f Ames as a sealed package through wnicn n 
to enter ..answer, page c, . 



iqnt is rermocteo 



re addressihd tne examiner s reo; 



.s essentia. 



:asea unon 



-pa c " : n n . 



letermme its scope. - a : rr. interpretation must cegiu 
: g u a g e of the c 1 a i :t itself. Se e 2mith<line 

rp. , 8 59 F. 2d 8^8 , 



er.a ^a: 



'ies 



CSPQCd 1458, 14 7 2 (Fed. 



: r o i r. g ± y , as 



required by our reviewing ccurt, we will initially direct our 
ar.ient.iin to Appellant's claim 1 in irder to determine its scope. 
"iT-he name of the game is the claim." In re Hin iker Co . , 1:8 
F . : d 1582, 1 56 9, 47 CS?C2d 1 523, 1 52 ? (Fea. Cir. 1958). Claims 
will be given their brcadest reasonable interpret at i c n consistent 
with the specification, and limitatims appearing in the 
specification are nit t: be read inti the claims. In re Ftter , 
758 5.2a 8:2, E55, 225 CSPQ 1, 5 (Fee. Cir. 1.9 3 5). 

Appellant's claim 1 requires "[a] sealed package if 
photogr ap>hic film" comprising a "plurality of exp'O'sable 
photographic frames" wherein each frame further comprises vv a 
first unexposed portion" and >v a second exposed portion." 
Appellant would have us read v \a sealed package" as limited to 
films sealed 

;c claim 1 since the claim does 
exposed photo-graphic film sealed in 
enclosures, s u c n as a camera itself. 



only in a rag cr similar containers. We decline to 



, imi. tea mean: 



a oa: 



~e rauisen , 



^a ^4 



ant icccac :r.a 



w 1 t n 



14^5-^9, 31 CC?C'2d Ic^l, 16 ""3 ;Fed. Cir. 1994) . 
reference reus: describe tne patented subject matt 
sufficient clarity and detail t c establish that tne subject 
natter existed and that its existence was recignized by persons 
of ordinary skill in the field if the invention. See In r e 
rpa-na . 911 F.2d 70 5, 7 0S, 15 U3?Q2d 165 5, 16 57 (Fed. Cir. 1 9 95); 
iiversitech Corp, v. Century Steps, Inc. , 3 5 0 F . 2 d 1 5 6 6, 1 567, 7 



CSPC'2d 1:15, 1317 (Fed. Cir. 195 3). 

We observe that Ames discloses a number if enclosures in 
which a roll if sensitized phot ogr apni c paper is contained and 
exposed in different stages (page 1, lines 96-155). Therefore, 
the sensitized paper, on which tne photograph is taken, is 
contained in a (light) sealed enclosure formed of box B, the 
section in front c>f two cameras and receptacle r. . Box 3 supports 
the roll of paper while two cameras C and C provide the exposure 
of the paper to the subject and tne background before the fully 
exposed sect l in of the paper is received in receptacle R (page 2, 
lines 12 3- 1 4 9) . Thus, Ames starts with a completely unexposed 
frame and success i vely exposes tne frame first with a bacocrccrd 



V P ° c ^ ' 



;SU_ 



or bacKgrcuna camera 0 . Accordingly, we tma tnat Ames cannct 
anticipate claim 1 since its double exposed paper is not the same 
as the claimed film, having a plurality of frames with "each 
excusable phc t ograc hie frame comprising a first unexposed pert ion 
ana a ce:ond exposeo po-rtion," Therefore, the Examiner has 
failed to- meet the buroen of providing a prima facie case of 
sntioipation. We therefore, co not sustain the rejection of 
claims 1 through 6, 3, 1C through 14, 16 and 17 under 35 U.S.C. 
§ 102 over Ames. 

Turning now to Guez as anticipating claims 1 through 6, : r , 
11 tnrougn 14, 11 and 17, Appellant argues that the partial 
exposure, rewinding ana repositioning of the film as disclosed in 
Guez is nt't the same as the claimed "sealed package of film" 
(brief, page 17 and rep»ly brief, page 4). In particular, 
Appoiiant points to the failure of Guez to- teach or suggest that 
tne film is p-ackaged and sealed between exposures (brief, page 
18). Appoliant further argues that the p>artially exposed film of 
Guez that is rewound bask into the canister, must be partially 
ha coin a cut :f the canister for further use and therefore, is not 



rep^y crier, 



.r.er argues that the claim does r.c: require that the film be 
caged and sealed between exposures ;answer, pages 6 & 7). 



r e v i ^ w 



tne araumerh 



. f 



-cere c: c^acn. we a:ree 
witn tne Examiner that Guez sufficiently describes a sealed 
package of photographic film comprising partially exposed frames. 
Tne reference teaches a method of making supe rimp csec pictures on 
a roll of film joy first shooting all the backgrounds (:r 
foregrounds) and rewinding one film in the sealed film 
compartment of a camera. Next, the foregrounds (or backgrounds) 
corresponding t'O each pre-exposed frame are shot on the same film 
(cod. II, lines 36-46). A mask -oombiriat i on, as depicted in 
Figure 6, mas<s the foreground when the background is being shot 
and, similarly, masks the background during the exposure to the 
foreground subject. We note that the roll of film remains in the 
sealed film compartment of the camera as it is advanced ana 
rewound between the film canister and tne right-hand sp-ool. 
Therefore, before the second exposures are snot, the roll of film 
os on a sea led package and includes a plurality of exp>:sable 
photographic frames that are partially exp osed leaving exposed 
- t- , -i -^r pyr :! ~qoQ q " v i~ ]_ r; c:, ^ ^ ^ a c ' r f ^~ a m e ^ e n ^ e f Guez e e ^ s the 



: 1 1 e a sealed 



exooseo ano unexcose 1 : 



■ t : o ^ ^ 



i -y o "F y ^ ^ 




obtaining developed photographs ty removing the film from the 
sealed film package of claim 1 and flaring it mtc a camera. 
Claim 17 furtner requires that the partially exposed film frames 
be exposed after placement in the camera. We fine that Guez, in 
contrast, teaches that one film is exposed twice while inside the 
camera. Therefore, the film of Guez is not removed from the 
sealeo package prior to tne second exposure and dc^es not 
anticipate the invention of independent claim 17 and claims 10 
tnrougn 14 and 16, dependent thereupon. Additionally, Guez fails 
to teach the limitation of the package being of "instant 
developing" kind as recited in claims 4, 5, 12 and 13. 
Accordingly, the rejection of claims 4, 5, 10 through 14, 16 and 
17 under 3 5 U.3.C. § 102 over Guez is not sustained. 

We next consider tne rejection of claims 4, 3, 12 and 13 
oncer 23 2.2.3. § 112 over Guez or Ames in comoination with 
Jones. We take claim, 4 as the representative claim of this group 
and observe that the claim has the same recited elements as claim. 
1 and furtner requires that tne package be "of instant developing 



)Q1 f ICat 1( 



he partially exposed film of Ames or Guez by 



"at Lve 



ler 



n response, appe^.a: 



argues that there ire ho teachings or suggestions in .J er.es to 
overcome the deficiencies in Ames and Guez (brief, page 21). 

The initial burden of establishing a prima facie case of 
ooviousness rests :n the examiner. In re Oetiker , 977 F.2d 1443, 
1446, 24 US?Q2o 1443, 1445 (Fed. Cir. 1992). Where, as nere, a 
conclusion of obviousness is premised open a combination of 
references, the examiner must identify a reason, suggestion, or 
mocivatiin wnich would nave led one having 'Ordinary skill in the 
art tC' combine tnose references. Gee Pro-Mold St Tool Co. V. 
Great Lakes Plastics, Inc. , 75 F. 3d 1568, 1271, 17 VGPL>ld 1526, 
1629, (Fed. Gir. 1996), In re Gerraker , 702 F.2d 9:9, 995, 217 
GSPQ 1 , 6 (Fed. Gir. 19S3) . 

Our review of Jones reveals that the reference teaches 
producing photographs with borders or writings by using one or 
more mas'<s that are superimposed on the film for use in a regular 
or instant camera (cod. 2, lines :2-62.>. Thus, the desired 



can ce procurer 



;e print at. one time or meoi: 



several succession exposures since it ace: 



. y r ^ v- ^ 



:, lines 12-16! . However, we 



:es reiatir.a t c 



sea. 



xpceea ana unexposed portions on eaon trame or a 



:t wool 



i u 



pnot c graphic r:.m, trx 
noted above in Ames. Tneref: 
of claims 4, 5, 11 and 13 under 31 U.S.C. § 113 -over Ames in view 



With respect to the combination of Jones with Guez, it is 
our view that the Examiner has establishea a reasonable prima 
facie rase of obviousness with respeot to claims A and 5. Based 
on our review of .Jones, we agree with the Examiner that it would 
nave oeen obvious to substitute an instant developing film for 
the continuous film of Guez to produce a partially pre-exposed 
frame of instant developing kind that is later exposed in order 
t :> complete the picture. However, we find nothing in Jones that 
relates to the process step^s of" claim 17 related to opening and 
removing a sealed package of film to be plaoed into a camera, 
whicn are also present in olaims 12 and 13. Therefore, the 
subjeot matter o>f eiaims 12 ana 13 would r.ot nave been obvious 
over one ocmbinatirr. of Guez and Jones sinoe J ernes does not cure 



•e-ooteo ae: 



ores o:o case oua; 



■ouez with re: 



OS 



ne reootec 



t aeoenc. 



§ 1C3 ever Guez in view 
: inclusion with respe:: : 



■■f Jones, tut reach the 
claims II and 13. 



r EMANC TO THE EXAMINER 

Our farmer c :ns iderat ion of the record in cms application 
leads us to :otclt:e that tne rejection :f appealed claims I 
through 8 and 10 thrc>u:jh 17 based on the prior art listed below, 
that was overcome by establishing prior oate of the invention, 
should be revisiteo by the Examiner. Our- conclusion is based on 
an analysis of tne propriety of the declarations under 37 CER 
§ 1.131 (filed May 8, 199: and Oct: be r 23, 19 95) to overcome the 
art rejection leased on these references. Accordingly, we remand 
tne application to tne examiner pursuant to 2 7 CER § 1.196(5:; to 
consider tne f o 1 1 owin c issues and to take appropriate action. 

The declarations under 37 CER § 1.131 were determined by the 
Examiner to have overcome the following references: 



specter 
( Sreccor 



specter 
(Soector '224 



_ D . 1 



4, 994, -:-:-.. 



19 



(filed Jar.. 



5,111,224 May 5 

(filed Feb. 7 



5,142,311 



Au-: 



1 9 9 1 
1 9 9 C ) 

19 92 

i99i; 



19 92 



Upon return of the application, the examiner is expected to 
review ana reevaluate the effectiveness of the § 1.131 
declarations in removing tne Specter '224, Specter '8 32, wheeler, 
Olson and Korkendall references. In so ooinc, we suggest that 
the examiner rely on tne inf ormat ion as set fortn in 17 CER 
■§§ 1.12 1 and 1.6.1 (n) fir tne aetails of the requirements under 
t n e s e pro v i s i o n s . 

DISCUSSION 

Tne examiner rejected the original claims 1 throu-gh 7 under 
2c 0 . S . C . § 102(e) as anticipated by Wheeler and [or] Olson in a 
previous Office Aotion (Paper M: . 7, mailed February 6, 1595). 
In the same office aotion, the Examiner also rejected the claims 
under 2: O.S.C. § 103 as being unpatentable over Specter ':32, 
Specter '224 and Kirkendall. Appellant filed a declaration under 
37 CEE § 1.131 to establish invention prior to June 2'7, 1001 
(Paper No. 8, filed May 3, 1000). Tne Examiner found the 
declaration proper for antedating Wheeler and Olscn, but not for 
the remaining references. Appellant submitted a second 
declaration under 3 7 CEO § 1.13 1 (Paper No. 17, filed October 23, 
2 0 02 v;h:ch was perfected in paper No. 15, filed April 1 0, 1 006) 



:ac^isn lnven^ijn 



ir^e r 



ection case: 



zz4 a n c 



I i r~. r-- -> 



discission ana recC'mmena teat one examiner revisit one 
effectiveness cf one § 1.131 declarations in overcoming the 
rejections of claims 1-7 ano reoonsioer the propriety if similar 

are presently under appeal. 

We observe that ] 7 CFR § 1.111(a) (July 1, 1914) as amended 

at 53 Fen. Reg. 2 37 34 (June 23, 1938), whim was o ont r il 1 mg at 

the time of Ap>pe 1. 1 an t ' s filing the declarations states: 

(a) When any si aim of an application or a p-atent under 
reexamination is rejectee in reference to a domestic patent 
which substantially shows or describes but dies not claim 
the same patentable invention, as defined in 5 1.601 (n), as 
the rejected invent ion , ir on reference to a foreign patent 
or to a printed publication, ana tne inventor of the subject 
matter of the rejectee claim, tne owner -if tne patent under 
reexamination, or tne p»erson qualified under v§ 1.42, 1.43 
or 1.47, shall make oatn or declaration as to facts showing 
a completion of the invention in this country ioefore the 
filing date of tine application on which the domestic patent 
issued, or before the date o-f the foreign p»atent, or before 

in tne patent or 
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" is prior art wi 
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"A" is a separate 










t: invention "3" when ir.ventiDn "A" 
and n::.-:tviju5 (35 o.S.C. 1 j : ) in 



view or invent i :>r. 
with resoe:t to invent: 



Initially, the rales indicate that if tne date of the reference 
to be overcome is more than one year priir to tne date on which 
Appellant's application was filed (July oO, 199:), tne 
declaration is ineffective to establish pri:>r invention and 
overcome the rejection. Secondly, determination of the "same 
invention" involves a two-way patentabi.li.ty analysis. The 
claimed invention of the patent and the claims of the application 
are compared with each other. The claimed invention of the 
patent must anticipate or render obvious the claimed invention of 
the application and the claimed invention of tne application must 
anticipate -or render obvious tne claimed invention of the patent. 
When tne two-way analysis is applied, then if "same invention" is 
claimed in both the patent and the application, an interference 
should be declarea instead of removal of the patent as prior art 
based on a § 1.131 declaration. 

At the time of filing of the declarations, claim 1 read as 
f cl lows : 



1. A sealed package of film to be opened, rut 
into a camera and exposed to form a plurality of 
photographs, comprising a plurality of film items to be 
ex cc:- sec, each film item comer i sine a first ur.ex cosed cert i or 
arc a second exposed portion, whereby upon exi 
t unexposed portion and development there 



^ - ^ c - 



a^cn :s:ae a pi; 
i I was amended 
)91 ; :o order t> 



a picture ecrrespcnam 
? cc : r r?sr jp.ii no t ^ t h e* 



ccna pc r:: c n . 
:aper No. 22, filed July 
overcome the Examiner's rejection based on 



its currero 



language to that of a product. The amendment broadened the scope 
of the claim by removing the limitations related to placing trie 
film in the earners ana its subsequent exposure and development, 
which are now recited in the process claim 17. 

We recommend that the Examiner take into- consideration the 
fact that Spector '224 and 3pecto>.r v : 32 were issued more than one 



year prior to tne ^uly 



applocao ion. Ao:o romg 



1=^3 fili: 



tne rules, 



[ate of Appellant' s 
declaration under :7 CFF. 



§ 1.111. would not be effective in establishing prior invention 
and removing a reference having a date cf more tnan one year 
prior to tne date of filing of tne application. Additionally, we 
recommend that the Examiner evaluate the disclosures of these two 



:atents and determine whether they teach tne 



ens of 



:urrent claim 1. For example, £pe:tor '224 teaches in cod 
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Turning now to Wheeler, we recommend that tne Examiner make 
tne necessary analysis to determine whether "same invention" is 
claimed, i.e., whether the subject, matter' of Appellant's claim 1 
is anticipated (15 T.S.C. § 102) or rendered obvious (:: 1.3.1. 
§ 1D3) by tne subject matter of Wheeler's claim 1 and vice versa 
The Examiner should pay specific attention to claim 1 of Wheeler 
where vx a pn ocegr ap>n i c film having thereon a pre-exp coed image A 
which is undeveloped" is provided in which a mask section A' 
mas<s image A while the remaining unexposed portion is exposed tc 
receive imace 5. The claim further recuires "oevelotorc said 



1 



_s oovijus ever Acrenant s c^a: 



^ oasea 



me reason mat it wcu^o nave reen conventional ana obvious to 
one of ordinary skill in the art to bhock exposure with a mask 



tne unexposed portion is exposeo, as is routinely practiced 



; i a o n v ; L 



i rce similar 



Likewise, tne Examiner is re; c ommenceo 

determination with respect tc> Ols :n ana determine whetner vx same 

invention" is claimed, i.e., whetner tne subject matter o<f 

Appellant's si aim 1 is anticipated (:: : J . S . 0 . § 102) or rendered 

obvious (3: 2.3.0. § IZ:) by the subject matter of Olson's claims 

1, 18 or 1^ and vice versa. We suggest that the Examiner pay 

specific attention to col. 7, lines 24-2^ ana 41-51 of Olsc-n in 

which claim ; recites: 

directing actinic light through the first section of 

tne template and onto tne p>h o tosens it i ve layer so as 
to pre-expose a first portion thereof to form a first 
latent image while simultaneously leaving a second 
oort iooi thereof unexposed ; 



: 0- L L 1 1 ■ S 



packaging the film unit in an opaque film cassette having an 
exposure aperture ... while tne first portico, of the 
photosensitive layer containing the first latent image 
is substantially c:mpdetely covered by 
wail defining tne exposure aperture; 

actuating a shutter of the camera such 
be inc adapted to- expose only the se:on 
oho : 



1 cent 



ion 



ensitive layer of tne film unit to provide a 



or si 



1.5 



jr , , ^ „ 



r execs are 



, y~ ~ — fz, ^ <=; ■ 



us^y aeve^cp 



.^-r-^-g the film unit sc as tc sir:. 

first ana second latent images. L hmpnasis a da-; 



disc-;: 



-\ c a. ^ o v a 



Examiner consider wnecner uiscn s claim _ is otvceus over 
Appellant's claim 1 based on the reason that it would have been 
conventional ano otvious to one of oroinary SKiii in the art to 
clock the ore-exposed portion oaring one exposure or tie second 
unexposed porti:n to preveo: oouole exposure of one pre-exposed 
portion as is well -known in photography art. Similarly, analysis 
should be made with respect tc> claims 18 and 1 ~ 1 of Olson, which 
re oite a first pre-exposed section and a seconc; non-exposed 
section in which only the second section will be exposed to light 
during photography in a camera. 

Lastly, with respect to ?urkendall, the Examiner is 
recommended to oetermine whether "same invention" is claimed, 
i.e., whether the subject matter of Appellant's claim 1 is 
anticipated (:5 Y.S.O. § ill) or rendered obvious {31 Y.S.U. 
§ 133; by the subject matter of hi r kenoiali ' s claims 11 ana vice 
versa. We suggest that the Examiner review tne "SUMMARY OF THE 
INVENTION" section in Kirkendall and specifically consider the 
way the reference preexposes portions of each photographic frame. 



stric is sucst 



/ mas<ea ana 

f ^ ^ ^ 




mask m jraer t: expose tne underlying n^m re an image 
contained on said n : n : c a quo- areas of the maso. 

Claim 12 of Kir<endall includes similar features in col. 12, 

lines 7-1 1 by reciting: 

a strip of negative film having opposite ends, . said 

strip of negative film comprising a plurality of frames 
eaon of whim includes a porti in, which has previously 
beer, exposed during its manufacture so as to provide a 
first latent image tnerein, ana an unexposed portion; 

and in col. 12, lines 2 2-29 by reciting: 

means for coin figuring said exposure frame opening so as to 
prevent the further expo-sure of said exposed 
portico; O'f each of said film frames while 
s imul t anec'us ly elbowing the exposure of said 
unexposed portico. o>f saia film frame :o image 
bearing light rays passing through saio 
exposure frame opening during its exposure 
within a camera so as tc< provide a second 
latent image within said film frame. 

Similar tc> the discussions c-f Wheeler and Cisco;, we also- advise 

that the Examiner consider whether Ki r kendal 1 ' s claim 12 is 

obvious over Appellant's claim 1 based on the reason that it 

would have been conventional and obvious tc> one of ordinary skill 

in the art to block the pro-exposed portico, during the exposure 

of one second unexposed portion as is routinely practiced in 

photography ar t . 

We emphasize that we have no: made any determination with 



respect to tne propriety of the declarations under o7 CFR § 1.131 



■ > 



esc abli shin 



[ate et co^c^e:: 



;r.ver.:icn. It is our objective that tne ixanner reevaluate the 
references in view of car discussions and determine whether 
Appellant's cie si a ra t i ens under 1-7 OFF § 1.1:1 nave properly 
established the date of the invention pricr to the effective 
filing dates of the applied pricr art, or an interference between 
Appellant's application ana any cf tne cited references snculd be 
declared. 

'Jpe-n remand, if the examiner decides to enter new grounds of 
rejection based on further consideration of tne pricr art as 
discussed above: in the "DISCISSION" section, tne examiner snculd 
ensure that all references relied upc-n have been evaluated in 
view O'f the provisions of 37 OFF. § 1.131. tin the other hand, if 
the examiner determines that any of the applicable references 
claim "same invention" according :o the provisions :f 3 7 OFF 



, tne reference can only 



:ver:ome oy w; 



o 



of 



interference according to 37 IFF. 1.63 3. We also caution tne 
Examiner that if any claims drawn tc> the invent io>n :f tne 
reference (s; are presented in the appO i ca t i >on ocre than one year 
after the issue date of the patent (s), a rejection of the claims 



U e 



! r e;: 



net l;-::ea to inter partes mterterence proceedings, out may ce 
usee as a basis fir ex parte rejections.). 

Tros application, by virtue of its "special" status, 
requires immediate action, see M?E? § 7j6.C1. After action by 
tne examiner in response to this remand, it is important that tne 
Board of Patent Appeals and Interferences be pro-mptly informed of 
any such actions affect i no tne appeal in this application. 

CONlhdSlC'N 

In view if the firegoin?, the decisim of the Examiner 
rejecting claims 7 and 15 under U.3.C. § 112, rejecting claims 
1 tnrougn 5, 2 and E under 35 2.3.G. § 102 over Gnez and 
rejecting claims 4 and : under :o 'J . 3 . 3 . § 111 ever Guez and 
Jones is affirmed. The decision of the Examiner rejecting claims 
1 tnrough 6, : , 1C through 14, U and 17 under 35 !■ . 3 . C . § 1C2 
over Ames and rejecting zlaims 4, 5, 13 through 14, 16 and 17 
under 35 U.S. 2. § 102 over Guez is reversed. Additionally, tne 
decision of the Examiner rejecting claims 12 an:; 11 jnder 
35 2.3.2. § 123 over Guez and Jones, and rejecting claims 4, 5, 



We furtner remand this appiicai 



:ne examiner tor 



required by this remana, and for such further action at 



Xc time pericd for taking any subsequent ac: 
action with this appeal may be extended unde] 
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